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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 46-49 are rejected under 35 U.S.C. 102(b) as being anticipated by Fisher 
(US Patent No. 6,350,244). 

Regarding claims 46 & 47, Fisher discloses a ready to use assembly for delivering 
a biopsy marker mass (10), comprising a tube (12), said tube having an inner lumen 
(14) and being configured to be received by a biopsy guide cannula (24), a quantity of 
ultrasound-detectable bio-resorbable powder (16 & Column 3, lines 47-67 & Column 4, 
lines 1-11) disposed within the inner lumen of said tube. Additionally, Fisher discloses 
the assembly comprising a radiopaque material (Column 3, lines 35-36) disposed within 
said tube, which comprises a marker formed in a recognizable shape not naturally found 
within a patient's body (Column 3, lines 28-34). 

In regards to claim 48, Fisher discloses a system for marking a biopsy site within a 
patient, comprising: a delivery tube (12) having a bore with a proximal portion and a 
distal portion (14, 13, & Column 14, line 64; Examiner notes, when a distal portion 
exists, it is inherent that a proximal end exists as well), a plunger (18) slidably disposed 
within said bore proximal portion, and a discharge end on said distal portion; and a 
quantity of ultrasound detectable bioresorbable powder disposed within said bore distal 
portion (Column 4, lines 64-65). 

With regards to claim 49, Fisher discloses a delivery system for delivering marker 
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material to a target site within a patient, comprising: an elongate member (12) having a 
distal end (13), a discharge port (comprised in 12) in the distal end and an inner lumen 
(14) extending therein to and in fluid communication with the discharge port in the distal 
end; a mass of solid particulate marker material (16 & Column 3, lines 47-67 & Column 
4, lines 1-11) disposed within the inner lumen; and an ejector (18) which is advancable 
with and coupled to said elongate member and which is configured to eject particulate 
marker material from the discharge port in said distal end of said elongate member 
(Column 4, lines 47-65). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hoffman et al. (US Patent No. 4,693,237) discloses radiopaque 
members providing markers identifying an exact location within a tissue. Hoyns et al. 
(US Patent No. 6,766,186) and Voegele et al. (US Patent No. 6,220,248) disclose an 
assembly marking a location within the tissue of a patient after biopsy. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anuradha Roy whose telephone number is (571) 272- 
6169 and whose email address is anuradha.roy@uspto.gov. The examiner can 
normally be reached between 8:00am and 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 571-272-4726. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
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Center (EBC) at 866-217-9197 (toll-free). 
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